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Atty Docket No. RM-1001 : 

This is a communication in reference to the letter styled as a 
petition, filed on 29 August, 2005, concerning benefit claims in 
the above-identified application, which is treated as a petition 
under 37 CFR 1.181. 

The petition is dismissed . 

On 24 February, 2004, the application was filed. The original 
application papers included a "Request for Filing a Continuation 
or Division of an International Application" stating that this 
application was a continuation of "PCT 2004 00542" filed on 24 
February, 2004. 

On 6 August, 2004, a Filing Receipt was mailed, indicating this 
application was a continuation of PCT/US04/00542 filed on 12 
January, 2004, and that the data provided by applicant is not 
consistent with PTO records. 

On 5 October, 2004, petitioner filed a paper entitled "Petition 
to Correct PCT Priority Date", and on 29 August, 2005, the 
present petition was filed, whereby petitioner requests 
correction of the priority data. Specifically, petitioner 
requests a priority date of 23 February, 2003. 

A review of Office PCT records indicates that application No. 
PCT/US04/00542 does not have a common inventor with the present 
application, and therefore the present application cannot claim 
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the benefit of said prior-filed application. 1 Further, it is 
noted that applicant "Transmittal Letter to the United States 
Receiving Office" filed on 24 March, 2004, listed Application No. 
PCT/US04/05422 , filed on 24 February, 2004, and provisional 
Application No. 60/449,702, filed on 23 February, 2003, on the 
application transmittal letter for the present application, as 
applications containing subject matter disclosed in the 
international application . 

As such, it appears that petitioner desires to claim the benefit 
of Application No. PCT/US04/05422 , filed on 24 February, 2004, 
and Application No. 60/449,702, filed on 23 February, 2003, but 
inadvertently stated on the transmittal letter that the present 
application was a continuation of Application No. PCT/US04/00542 . 
However, no claim of benefit to PCT/US04/05422 , filed on 24 
February, 2004, and Application No. 60/449,702, filed on 23 
February, 2003, has been filed in an Application Data Sheet 
(ADS), or in the specification, or an amendment thereto, to date. 

37 CFR 1.78 states: 

(a) (1) A nonprovisional application or international 

application designating the United States of America may claim an 
invention disclosed in one or more prior- filed copending 
nonprovisional applications or international applications 
designating the United States of America. In order for an 
application to claim the benefit of a prior-filed copending 
nonprovisional application or international application 
designating the United States of America, each prior- filed 
application must name as an inventor at least one inventor named 
in the later-filed application and disclose the named inventor's 
invention claimed in at least one claim of the later-filed 
application in the manner provided by the first paragraph of 35 
U.S.C. 112. In addition, each prior-filed application must be: 

(1) An international application entitled to a filing date in 
accordance with PCT Article 11 and designating the United States 
of America; or 

(ii) Complete as set forth in § 1.51(b); or 

(iii) Entitled to a filing date as set forth in § 1.53(b) or § 
1.53(d) and include the basic filing fee set forth in § 
1.16; or 

(iv) Entitled to a filing date as set forth in § 1.53(b) and 
have paid therein the processing and retention fee set forth in § 

1.21(1) within the time period set forth in § 1.53(f). 

(2) (i) Except for a continued prosecution application filed 
under § 1.53(d), any nonprovisional application claiming the 
benefit of one or more prior- filed copending nonprovisional 
applications or international applications designating the United 
States of America must contain or be amended to contain a 
reference to each such prior-filed application, identifying it by 



1 See 37 CFR 1.78 (a) (1) . 
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application number (consisting of the series code and serial 
number) or international application number and international 
filing date and indicating the relationship of the applications. 
Cross references to other related applications may be made when 
appropriate (see § 1.14). 

(ii) This reference must be submitted during the pendency of 
the later-filed application. If the later-filed application is an 
application filed under 35 U.S.C. 111(a), this reference must also 
be submitted within the later of four months from the actual 
filing date of the later-filed application or sixteen months from 
the filing date of the prior-filed application. If the later-filed 
application is a nonprovisional application which entered the 
national stage from an international application after compliance 
with 35 U.S.C. 371, this reference must also be submitted within 
the later of four months from the date on which the national stage 
commenced under 35 U.S.C. 371 (b) or (f) in the later-filed 
international application or sixteen months from the filing date 
of the prior-filed application. These time periods are not 
extendable. Except as provided in paragraph (a) (3) of this 
section, the failure to timely submit the reference required by 35 
U.S.C. 120 and paragraph (a) (2) (i) of this section is considered a 
waiver of any benefit under 35 U.S.C. 120, 121, or 365(c) to such 
prior-filed application. The time periods in this paragraph do not 
apply if the later-filed application is: 

(A) An application for a design patent; 

(B) An application filed under 35 U.S.C. Ill (a) before 
November 29, 2000; or 

(C) A nonprovisional application which entered the national 
stage after compliance with 35 U.S.C. 371 from an international 
application filed under 35 U.S.C. 363 before November 29, 2000. 

(iii) If the later-filed application is a nonprovisional 
application, the reference required by this paragraph must be 
included in an application data sheet (§ 1.76), or the 
specification must contain or be amended to contain such reference 
in the first sentence following the title. 

(iv) The request for a continued prosecution application under 
§ 1.53(d) is the specific reference required by 35 U.S.C. 120 to 
the prior-filed application. The identification of an application 
by application number under this section is the identification of 
every application assigned that application number necessary for a 
specific reference required by 35 U.S.C. 120 to every such 
application assigned that application number. 

(3) If the reference required by 35 U.S.C. 120 and paragraph 

(a) (2) of this section is presented after the time period provided 
by paragraph (a) (2) (ii) of this section, the claim under 35 U.S.C. 
120, 121, or 365(c) for the benefit of a prior-filed copending 
nonprovisional application or international application 
designating the United States of America may be accepted if the 
reference identifying the prior-filed application by application 
number or international application number and international 
filing date was unintentionally delayed. A petition to accept an 
unintentionally delayed claim under 35 U.S.C. 120, 121, or 365(c) 
for the benefit of a prior- filed application must be accompanied 
by: 

(i) The reference required by 3 5 U.S.C. 12 0 and paragraph 
(a) (2) of this section to the prior-filed application, unless 
previously submitted; 
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(ii) The surcharge set forth in § 1.17(t); and 

(iii) A statement that the entire delay between the date the 
claim was due under paragraph (a) (2) (ii) of this section and the 
date the claim was filed was unintentional. The Director may 
require additional information where there is a question whether 
the delay was unintentional. 

(4) A nonprovisional application, other than for a design 
patent, or an international application designating the United 
States of America may claim an invention disclosed in one or more 
prior-filed provisional applications. In order for an application 
to claim the benefit of one or more prior filed provisional 
applications, each prior-filed provisional application must name 
as an inventor at least one inventor named in the later-filed 
application and disclose the named inventor's invention claimed in 
at least one claim of the later-filed application in the manner 
provided by the first paragraph of 35 U.S.C. 112. In addition, 
each prior-filed provisional application must be entitled to a 
filing date as set forth in § 1.53(c), and the basic filing fee 
set forth in § 1.16 (k) must be paid within the time period set 
forth in § 1.53 (g) . 

(5) (i) Any nonprovisional application or international 
application designating the United States of America claiming the 
benefit of one or more prior-filed provisional applications must 
contain or be amended to contain a reference to each such prior- 
filed provisional application, identifying it by the provisional 
application number (consisting of series code and serial number) . 

(ii) This reference must be submitted during the pendency of 
the later-filed application. If the later-filed application is an 
application filed under 35 U.S.C. 111(a), this reference must also 
be submitted within the later of four months from the actual 
filing date of the later-filed application or sixteen months from 
the filing date of the prior-filed provisional application. If the 
later-filed application is a nonprovisional application which 
entered the national stage from an international application after 
compliance with 35 U.S.C. 371, this reference must also be 
submitted within the later of four months from the date on which 
the national stage commenced under 35 U.S.C. 371(b) or (f) in the 
later-filed international application or sixteen months from the 
filing date of the prior-filed provisional application. These time 
periods are not extendable. Except as provided in paragraph (a) (6) 
of this section, the failure to timely submit the reference is 
considered a waiver of any benefit under 35 U.S.C. 119(e) to such 
prior-filed provisional application. The time periods in this 
paragraph do not apply if the later-filed application is: 

(A) An application filed under 35 U.S.C. 111(a) before 
November 29, 2 000; or 

(B) A nonprovisional application which entered the national 
stage after compliance with 35 U.S.C. 371 from an international 
application filed under 35 U.S.C. 363 before November 29, 2000. 

(iii) If the later-filed application is a nonprovisional 
application, the reference required by this paragraph must be 
included in an application data sheet (§ 1.76), or the 
specification must contain or be amended to contain such 
reference in the first sentence following the title. 

(iv) If the prior-filed provisional application was filed in a 
language other than English and an English-language translation of 
the prior-filed provisional application and a statement that the 
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translation is accurate were not previously filed in the prior- 
filed provisional application or the later-filed nonprovisional 
application, applicant will be notified and given a period of time 
within which to file an English- language translation of the non- 
English- language prior-filed provisional application and a 
statement that the translation is accurate. In a pending 
nonprovisional application, failure to timely reply to such a 
notice will result in abandonment of the application. 
(6) If the reference required by 35 U.S.C. 119(e) and 

paragraph (a) (5) of this section is presented in a nonprovisional 
application after the time period provided by paragraph (a) (5) (ii) 
of this section, the claim under 35 U.S.C. 119(e) for the benefit 
of a prior filed provisional application may be accepted during 
the pendency of the later-filed application if the reference 
identifying the prior-filed application by provisional application 
number was unintentionally delayed. A petition to accept an 
unintentionally delayed claim under 35 U.S.C. 119(e) for the 
benefit of a prior filed provisional application must be 
accompanied by: 

(i) The reference required by 35 U.S.C. 119(e) and paragraph 

(a) (5) of this section to the prior-filed provisional application, 
unless previously 

submitted; 

(ii) The surcharge set forth in § 1.17(t); and 

(iii) A statement that the entire delay between the date the 
claim was due under paragraph (a) (5) (ii) of this section and the 
date the claim was filed was unintentional. The Director may 
require additional information where there is a question whether 
the delay was unintentional . 

(b) Where two or more applications filed by the same applicant 
contain conflicting claims, elimination of such claims from all 
but one application may be required in the absence of good and 
sufficient reason for their retention during pendency in more than 
one application. 

(c) If an application or a patent under reexamination and at 
least one other application naming different inventors are owned 
by the same party and contain conflicting claims, and there is no 
statement of record indicating that the claimed inventions were 
commonly owned or subject to an obligation of assignment to the 
same person at the time the later invention was made, the Office 
may require the assignee to state whether the claimed inventions 
were commonly owned or subject to an obligation of assignment to 
the same person at the time the later invention was made, and, if 
not, indicate which named inventor is the prior 

inventor . 

As the references required by 37 CFR §§ 1.78(a) (2) (ii) and 
1.78(a) (5) (ii) was not properly and timely filed, a petition 
under 37 CFR 1.78(a) (3) and (a) (6), accompanied by the surcharge 
set forth in 37 CFR 1.17(t), is required to accept the 
unintentionally delayed claims for benefit under 35 U.S.C. §§ 
365 (c) and 119 (e) . 

Further correspondence with respect to this matter should be 
addressed as follows: 
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By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571) 273-8300 

Attn: Office of Petitions 

By hand: Customer Service Window 

Mail Stop Petition 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Telephone inquiries related to this decision should be directed 
to the undersigned at 571-272-3231. 



Douglas I . Wood 

Senior Petitions Attorney 

Office of Petitions 



